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DETAILED ACTION 

Status of Claims 

Claims 19, 23, 25, 28-29 and 31 have been amended. Claims 32-44 have been added. 
No additional claims have been cancelled. Thus claims 19-44 are presented for 
Examination. 

Response to Arguments 

1 . Applicant's arguments with respect to claims 19-31 have been considered but are 
not persuasive. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation to 
combine can be found in Strand which teaches, in order to provide for automated 
remote analyses, para. 6 lines 3. 

2. Applicant's arguments with respect to claims 20-29 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 28-29 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. The term "sufficiently flexible" "bend easily" and "sufficiently thin" in claims 28-29 
are relative terms which render the claims indefinite. The terms sufficiently flexible" 
"bend easily" and "sufficiently thin is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. For Examination 
purposes, Examiner is interpreting any circuit fixed to a print member as meeting the 
limitations of the claim. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 19-22, 24, 26-31 and 44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pauschinger et al. U.S. patent No. 6,978,255 B1 in view of 
Pauschinger U.S. Patent No. 6,041 ,704 in further view of Strand U.S. Pre-Grant 
Publication No. 2002/0199094 A1. 

7. As per Claims 19 and 31 , Pauschinger et al. teaches a unit for generating 
franking data and a unit for printing data connected to said data generating unit and 
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adapted to receive franking data therefrom (see Col. 5 lines 54-61 and Col. 9 lines 47- 
52), said printing unit including at least one member for printing data (see Col. 6 lines 
36-41), wherein the franking machine includes: means for obtaining data enabling 
identification and authentication of the print member by the data generating unit in a first 
communication mode (see Col. 6 lines 63-67; Col. 7 lines 1-2; 40-44 and Col. 4 lines 
49-51), Pauschinger et al. does not explicitly teach means for generating a signature of 
the franking data by the data generating unit, means for encrypting the signature of the 
franking data by the data generating unit, means for sending the franking data and the 
encrypted signature to the printing unit in a second communication mode, Pauschinger 
teaches wherein the franking machine includes: means for generating a signature of the 
franking data by the data generating unit (see Col. 5 lines 3-8), means for encrypting the 
signature of the franking data by the data generating unit (see Col. 5 lines 36-40), 
means for sending the franking data and the encrypted signature to the printing unit in a 
second communication mode, (see Col. 7 lines 54-59). It would have been prima facie 
obvious to one of ordinary skill in the art at the time of invention to modify the teachings 
of Pauschinger et al to include the teachings of Pauschinger to allow for the verification 
of franking imprints as taught in Pauschinger Col. 5 lines 5-7. Pauschinger et al. 
teaches and means for decrypting the encrypted signature. Pauschinger et al does not 
explicitly teach decryption performed by the print member. Strand teaches, The conduit 
cartridge encrypts information sent to an analytical system or an operating facility in 
communication with the conduit cartridge and can decrypt encrypted information 
received from an analytical system or an operating facility (see The Abstract of Strand). 
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It would have been prima facie obvious to one of ordinary skill in the art at the time of 
invention to modify the systems of Pauschinger at al. and Pauschinger to include the 
teachings of Strand in order to provide for automated remote analyses, as taught in 
Strand para. 6 lines 3-4. 

8. As per Claim 20, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 1 as described above. Pauschinger et al. does not explicitly teach, wherein the 
print member includes means for authenticating data. Strand teaches the print member 
includes means for authenticating data (see para. 15 lines 29-34; 45-50; 53-54; 60-64 
and para. 19 lines 4-20). Pauschinger et al. teaches franking data. It would have been 
prima facie obvious to one of ordinary skill in the art to modify the systems of 
Pauschinger at al. and Pauschinger to include the teachings of Strand in order to 
provide for automated remote analyses, as taught in Strand para. 6 lines 3-4. 

9. As per Claim 21 , Pauschinger et al; Pauschinger and Strand teach the system of 
claim 19 as described above. Pauschinger does not explicitly teach wherein the print 
member includes means for verifying the integrity of the franking data. Strand teaches 
wherein the print member includes means for verifying the integrity of the data (see 
para. 15 lines 29-34; 45-50; 53-54; 60-64 and para. 19 lines 4-20). Pauschinger et al. 
teaches franking data. It would have been prima facie obvious to one of ordinary skill in 
the art to modify the systems of Pauschinger at al. and Pauschinger to include the 
teachings of Strand in order to provide for automated remote analyses, as taught in 
Strand para. 6 lines 3-4. 
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10. As per Claim 22 and 44, Pauschinger et al; Pauschinger and Strand teach the 
system of claim 19 as described above. Pauschinger does not explicitly teach wherein 
the print member includes at least one tag identifying said print member. Strand teaches 
wherein the print member includes at least one tag identifying said print member (see 
para. 12 lines 6-10). It would have been prima facie obvious to one of ordinary skill in 
the art at the time of invention to modify the systems of Pauschinger et al and 
Pauschinger to include the teachings of Strand to aid in the identification of the 
cartridge. The limitation, "communicates data identifying said member to the data 
generating unit by radio waves when an electromagnetic field is applied to it"; "such that 
attempting to remove the tag will render it inoperattive is merely a statement of intended 
result and as such is afforded little patentable weight. 

11. As per Claim 24, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 19 as described above. Pauschinger et al. further teaches, wherein the data- 
generating unit includes a circuit for receiving identification data (see Col. 6 lines 63-67, 
Col. 7 lines 1-2 and 40-44, Examiner is interpreting meter able to recognize an 
identification code word as containing a circuit for receiving identification data). 

12. As per Claim 26, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 19 as described above. Pauschinger does not explicitly teach wherein the 
decrypting means of the print member have obtains data identifying said print member. 
Strand teaches wherein the decrypting means of the print member have knowledge of 
data identifying said print member (see para. 19 lines 34-44). It would have been prima 
facie obvious to one of ordinary skill in the art at the time of invention to modify the 
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systems of Pauschinger et al. and Pauschinger to include the teachings of Strand in 
order to maintain data integrity, as taught in Strand para. 34-44. 

13. As per Claim 27, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 19 as described above. Pauschinger et al. does not explicitly teach wherein the 
print member includes a data processing unit that includes the decrypting means. 
Strand teaches wherein the print member includes a data processing unit that includes 
the decrypting means (see para. 15 lines 60-64). It would have been prima facie obvious 
to one of ordinary skill in the art at the time of invention to modify the systems of 
Pauschinger et al. and Pauschinger to include the teachings of Strand in order to 
decrypt transmitted information, as taught in Strand para. 60-69. 

14. As per Claim 28, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 19 as described above. Pauschinger et al; does not explicitly teach wherein the 
decrypting means are fixed to a printed circuit that is fixed to the print member, wherein 
the printed circuit is sufficiently flexible to bend easily and sufficiently thin to be installed 
on a standard inkjet printer cartridge without compromising installation of the cartridge in 
a standard inkjet printer associated with the cartridge Strand teaches wherein the 
decrypting means are fixed to a printed circuit that is fixed to the print member (see 
para. 18 and Fig. 3. It would have been prima facie obvious to one of ordinary skill in the 
art at the time of invention to modify the systems of Pauschinger et al. and Pauschinger 
to include the teachings of Strand in order to verify information used by the cartridge, as 
taught in para. 17 lines 7-10. The limitation "printed" is considered non-functional 
descriptive material and as such is afforded no patentable weight. 



Application/Control Number: Page 8 

10/809,570 

Art Unit: 3628 

15. As per Claim 29, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 19 as described above. Pauschinger et al; does not explicitly teach wherein the 
data processing unit is fixed to a circuit that is fixed to the print member; wherein the 
printed circuit is sufficiently flexible to bend easily and sufficiently thin to be installed on 
a standard inkjet printer cartridge without compromising installation of the cartridge in a 
standard inkjet printer associated with the cartridge Strand teaches wherein the data 
processing unit is fixed to a circuit that is fixed to the print member (see para. 12 lines 6- 
20 and Fig. 3). It would have been prima facie obvious to one of ordinary skill in the art 
at the time of invention to modify the systems of Pauschinger et al. and Pauschinger to 
include the teachings of Strand in order to verify information used by the cartridge, as 
taught in para. 17 lines 7-10. The limitation "printed" is considered non-functional 
descriptive material and as such is afforded no patentable weight. ' 

16. As per Claim 30, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 19 as described above. Pauschinger et al. further teaches wherein the print 
member is an inkjet printer cartridge including at least one print head (see Col. 6 lines 
31-41). 

17. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pauschinger et al. U.S. Patent No. 6,978,255 B1 in view of Pauschinger U.S. Patent No. 
6,041 ,704 in further view of Strand U.S. Pre-Grant Publication No. 2002/01 99094 A1 ; 
Official Notice and Chung U.S. Pre-Grant Publication No. 2003/0006878 A1. 

18. As per Claim 23, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 22 as described above. Pauschinger does not explicitly teach wherein the 
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identification tag includes a substrate fixed permanently to the print member. Strand 
teaches wherein the identification tag includes a substrate fixed permanently to the print 
member (see para. 12 lines 6-10, Examiner is interpreting a non-moveable tag located 
inside the housing of the cartridge as being permanent). Pauschinger nor Strand 
teaches a substrate fixed permanently to the exterior of the printer. Official Notice is 
taken that a substrate fixed permanently to the exterior of the printer is old and well 
known. It would have been prima facie obvious to one of ordinary skill in the art at the 
time of invention to modify the system of Pauschinger and Strand to include the 
teachings of Official Notice to allow external access to a substrate. Pauschinger does 
not explicitly teach an identification tag with communication means on the substrate 
Chung teaches an identification tag with communication means on the substrate (see 
para. 96). It would have been prima facie obvious to one of ordinary skill in the art at the 
time of invention to modify the systems of Pauschinger et al. and Pauschinger to 
include the teachings of Chung to tag and electronically identify objects as taught in 
Chung para. 96 lines 1-4. 

19. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pauschinger et al. U.S. Patent No. 6,978,255 B1 in view of Pauschinger U.S. Patent No. 
6,041,704 in further view of Strand U.S. Pre-Grant Publication No. 2002/0199094 A1 
and Official Notice. 

20. As per Claim 25, Pauschinger et al; Pauschinger and Strand teach the system of 
claim 22 as described above. Pauschinger does not explicitly teach wherein the data- 
generating unit includes an RF transceiver. Official Notice is taken that a data- 
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generating unit includes an RF transceiver is old and well known. It would have been 
prima facie obvious to one of ordinary skill in the art at the time of invention to modify 
the system of Pauschinger et; Pauschinger and Strand to include the teachings of 
Official Notice to facilitate communications with varied devices. 

21. Claims 32-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pauschinger et al. U.S. Patent No. 6,978,255 B1 in view of Pauschinger U.S. Patent No. 
6,041,704 in further view of Strand U.S. Pre-Grant Publication No. 2002/0199094 A1 
and Beerling et al. U.S. Patent No. 6,325,488 B1. 

22. As per Claims 32-33, Pauschinger et al. does not explicitly teach the limitation 
taught by Beerling, a printed circuit comprising PTF polymer (see Col. 1 lines 53-65 and 
Col. 2 lines 1-9). Pauschinger teaches a decrypting means. Strand teaches a substrate 
fixed to a print member. It would have been prima facie obvious to one of ordinary skill 
in the art at the time of invention to modify the system of Pauschinger et; Pauschinger 
and Strand to include the teachings of Beerling to ensure strength and thickness, as 
taught in Beerling, Col. 9. 

23. As per Claims 34-41 , Pauschinger et al. does not explicitly teach the limitation 
taught by Beerling, a printed circuit comprising PTF polymer that is approximately 0.125 
mm thick; comprising a substrate and at least one circuit having a total thickness of less 
than 1 .5 mm; from 1 .5 mm through 2 mm (see Col. 9 lines 43-67). Pauschinger teaches 
a decrypting means. Strand teaches a substrate fixed to a print member. It would have 
been prima facie obvious to one of ordinary skill in the art at the time of invention to 
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modify the system of Pauschinger et; Pauschinger and Strand to include the teachings 
of Beerling to ensure strength and thickness, as taught in Beerling, Col. 9. 

24. Claims 42-43 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pauschinger et al. U.S. Patent No. 6,978,255 B1 in view of Pauschinger U.S. Patent No. 
6,041,704 in further view of Strand U.S. Pre-Grant Publication No. 2002/0199094 A1 
and Beerling et al. U.S. Patent No. 6,325,488 B1 and Official Notice. 

25. As per Claims 42, Pauschinger et al. in view of Pauschinger and Strand teaches 
the system of claim 19 as described above. Pauschinger et al does not explicitly teach 
wherein the first communications mode utilizes a first communications channel; and the 
second communications mode uses a second communications channel. Official Notice 
is taken that the first communications mode utilizes a first communications channel; and 
the second communications mode uses a second communications channel is old and 
well known. It would have been prima facie obvious to one of ordinary skill in the art at 
the time of invention to modify the system of Pauschinger et; Pauschinger and Strand 
to include the teachings of Official Notice to facilitate communications with varied 
devices. 

26. As per Claim 43, Pauschinger et al does not explicitly teach wherein 
the first communications channel is a wireless communications channel; and 

the second communications channel is a wired communications channel. Official Notice 
is taken that the first communications channel is a wireless communications channel; 
and the second communications channel is a wired communications channel is old and 
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well known. It would have been prima facie obvious to one of ordinary skill in the art at 
the time of invention to modify the to facilitate communications with varied devices. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tonya Joseph whose telephone number is 571-270- 
1361. The examiner can normally be reached on Mon-Fri 7:30am-5:00pm First Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571 272 0847. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tonya Joseph 
Examiner 
Art Unit 3628 




